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DETAILED ACTION 
Current Status 

1 . Claims 1-7 are pending in the application. 

Election/Restrictions 
Applicant's election without traverse of Group I in the reply filed on 1 December 
2006 is acknowledged. 

Applicants are reminded of their right to file divisional applications to the non- 
elected claims. 

Applicants' are reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by. the fee required under 37 CFR 1.1 7(i). 

Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 
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Claims 1-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1-5 are rejected because of the word "comprising". It is not clear if 
applicants are claiming a compound or a composition. Clarification is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Kim et 

al., {Synthesis of low-monol polyetherpolyols by using highly active catalysts and their 

applications to high-performance polyurethanes, Polyurethanes Conference 2002, 

Conference Proceedings, Salt Lake City, UT, United States, Oct. 13-16, 2002 (2002), 

583-593}. 

Kim et al. disclose applicants claimed polyetherpolyol carbons with 
stereoregularity of syndiotactic triad, the methane carbon in ether bands of the 
polyetherpolyol carbons with stereoregularity of syndiotactic triad and head-to-tail 
sequence. See Abstract. 

Claims 1 are rejected under 35 U.S.C. 102(a) as being anticipated Hofmann et 
al., {WO 2002068502}. 
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Hofmann et al. disclose applicants claimed polyetherpolyol carbons with 
stereoregularity of syndiotactic triad. See Abstract. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. ; 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kim 
et al., {Synthesis of low-monol polyetherpolyols by using highly active catalysts and their 
applications to high-performance polyurethanes, Polyurethanes Conference 2002, 
Conference Proceedings, Salt Lake City, UT, United States, Oct. 13-16, 2002 (2002), 
583-593} in view of Schafer et al. {US 6,458,918}. 

Applicants claim a polyetherpolyol for use in production of polyurethane, 
characterized in that polyetherpolyol carbons have stereoregularity of syndiotactic triad; 
wherein all the variables are as defined in the claims. 
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Determination of the scope and content of the prior art (M.P.E.P. $2141.01) 

Kim et al. teach a polyetherpolyol for the production of polyurethane with 
stereoregularity of syndiotactic triad, the methane carbon in ether bands of the 
polyetherpolyol carbons with stereoregularity of syndiotactic triad and head-to-tail 
sequence. 13C NMR analysis showed that the polyols have a random distribution of 
the configu rational sequences and head-to-tail regiosequence, even if the amount of 
[rr] triad of polyol produced by DMC catalyst was larger than that of polyol by 
conventional KOH catalyst. See abstract. 

Ascertainment of the difference between the prior art and the claims (M.P.E.P.. 
52141.02) 

Kim et al. polyetherpolyol for the production of polyurethane differs from the 
instantly claimed polyetherpolyol for the production of polyurethane in that Kim et al. do 
not teach the functionality and the average molecular weight M n of their polyetherpolyol. 
However, the secondary reference of Schafer et al. teach a partially crystalline 
polyetherpolyols with a functionality of 2 or greater, an average molecular weight M n of 
500 to 100,000 and a molar proportion of isotactic triads determining the crystallinity of 
>28%. 

Finding of prima facie obviousness-rational and motivation (M.P.E.P.. §2142- 
2143) 

The instantly claimed polyetherpolyol for the production of polyurethane would 
have been suggested to one of ordinary skill because one of ordinary skill wishing to 
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obtain high-performance polyurethane is taught to employ the teaching of Kim et aL and 
Schafer et al. 

One of ordinary skill in the art would have a reasonable expectation of success in 
practicing the instant invention by selecting polyetherpolyol with head-to-tail 
regiosequence for the production of high-performance polyurethane from the teachings 
of Kim et al. and Schafer et al. to arrive at the instantly claimed polyetherpolyol for the 
production of polyurethane. Said person would have been motivated to practice the 
teachings of the references cited because they demonstrate that polyetherpolyol with 
head-to-tail regiosequence is useful for making high-performance polyurethane. The 
instantly claimed invention would therefore have been obvious to one of ordinary skill in 
the art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chukwuma O. Nwaonicha whose telephone number is 
571-272-2908. The examiner can normally be reached on Monday thru Friday, 8:30am 
to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman k. Page can be reached on 571-272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 



Application/Control Number: 10/828,800 Page 7 

Art Unit: 1621 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Chukwuma O. Nwaonicha, Ph.D. 
Patent Examiner 
Art Unit: 1621 




Thurman Page, 

Supervisory Patent Examiner. 

Technology Center 1600 



